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8) D Claim(s) are subject to restriction and/or election requirement. 
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DETAILED ACTION 

1. Claims 1-31 and 35-39 are pending in this application. The Office acknowledges the 
addition of claims 37-39 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on January 
30, 2007 has been entered. 

Claim Rejections - 35 USC § 103 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Claims 1-7, 11-18, 21-29, 31 and 35-39, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Anderson et al. (U.S. 2002/0194307 A1) hereinafter 'Anderson' 
in view of Oppenheimer et al (US 2003/0014477 A1) hereinafter "Oppenheimer" in view 
of Eldridge et al. (USPN 6,397,261) (hereinafter Eldridge II). 

Regarding claims 1,11-12, 21-23, 30-31 and 35-36, Anderson taught, sending 
from the client over the wireless network a document inclusion instruction to the server, 
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not including the document, but including an identification of the document that does not 
depend on the server prior knowledge about the document, therefore the server would 
retrieve the document based on the client identification of the document (see section 
0040 of the specifications [e.g. fetching or querying the store or a database with a list of 
the content of the store]) and not based on the server prior knowledge of existing 
attachable files (Anderson: fig. 1 [mobile device 153] and paragraphs 0025, 0030-0036); 
and (as per claims 1 , 1 1 , 23 and 30) if the identified document is already stored at the 
server, the client's document-inclusion being sufficient to permit the server to carry out 
the instruction and the client therefore taking no further action (Anderson: paragraphs 
0036-0038 and 0039 [explaining client's action that do not depend on whether the 
document is identifiable or not]). Furthermore Anderson discloses displaying to a user 
an indication that the document is attached to a message in response to user input 
received instructing a document stored at the client to be attached to the message (p. 3, 
H 30). 

Anderson did not expressly taught details regarding the course of action to be 
performed after the server indicates to the client that the file was not found (Anderson: 
paragraph 0077). 

Oppenheimer taught sending an identifier of a file to be used to determine if 
another copy of the file is already stored on the server 204, then if the file already exist 
in the server no further action ("need not be uploaded") is required by the user 
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(Oppenheimer: paragraph 0045), but if the identified document is not already store at 
the server, then receiving from the server an indication that the document identified in 
the document-inclusion instruction is unavailable so the client may determine whether to 
send the identified document of not (Oppenheimer: paragraph 0046); or (as per claims 
21 and 35) ensuring that a document-inclusion operation corresponding to the 
document-inclusion instruction is performed by the client if and only if the client is 
advised by the server that the identified document is not already stored at the server so 
as to conserverthe network bandwidth of the wireless network (Oppenheimer: 
paragraph 0046). 

It would have been obvious to one of ordinary skill in the art working with 
Anderson at the time the invention was made to modify the teachings of Anderson with 
the teachings of Oppenheimer, since both motivated the exploration of the art of 
retrieving a document on behalf of a user and indicating the user that the file is not 
found within the server (Oppenheimer: 0045-0046 and Anderson: 0036-0037 and 0040). 
The combination would have improved Anderson teachings by providing the document 
retrieval operation even when the file is available to the client (Oppenheimer: 0045) and 
further providing a clear course of action to provide the document to the server when 
the server is not able to find the document (Oppenheimer: 0046). Oppenheimer 
furthermore explains that the client is in control "whether the file is actually uploaded" flj 
46), thereby meeting the limitation "determining whether to upload the file to the server". 

Anderson in view of Oppenheimer did not specifically state displaying to a user 
an indication that the document is attached to a message even when the document is 
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not attached to the message. In analogous art, Eldridge II discloses another client that 
is connectable over a wireless network to a server so that the client my transmit 
document inclusion operations (i.e. tokens) that are intended to be carried out by the 
server which displays to a user an indication that the document is attached to a 
message even when the document is not attached to the message, such that whether 
or not the document is actually attached is transparent to the user (i.e. the user is not 
notified that a document token is substituted; "large attachment files are automatically 
replaced by sender's email client 202") (col. 7, lines 15-29, 40-55). It would have been 
obvious to one of ordinary skill in the art to combine the teaching of Eldridge with 
Anderson and Oppenheimer in order to provide a way to transmit secure documents 
which would minimize the impact on data throughput on email servers when large files 
are attached to email servers as supported by Eldridge II (col. 2, lines 25-30). 

Anderson modified by the teachings of Oppenheimer and Eldridge II is 
hereinafter referenced to as the combination. 

Regarding claims 2, 3, 13, 14, 24 and 25, the combination further taught sending 
the document-inclusion instruction in a new electronic mail message and forwarding an 
electronic mail message (Anderson: 0040 ["then the user may specify a destination 
address for the document 189 in the request email message transmitted to the 
document retriever 186"]). 
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Regarding claims 4, 5, 15, 16, 26 and 27, the combination further taught that the 
calendar capabilities were included in the range of capabilities offered by PDA's and 
other portable devices (Anderson: 0002). The examiner additionally notes that other 
portable devices include personal portable computers (laptops) with extended 
processing capabilities. It is further noticed that such portable devices such as laptop 
computers were commonly equipped with electronic mail clients such as MS Outlook® 
(MUA or Mail User Agent) to interface with electronic mail servers such as MS 
Exchange (MTA or Mail Transfer Agent). It is further noticed that MS Outlook® and MS 
Exchange provided document attachment capabilities in meeting requests at the time 
the instant invention was made. Since extending the attachment capabilities to other 
services provided by an email client was already well known in the art, extending 
document inclusion capabilities related to the elimination of attachments to such other 
services would be a matter of choice. 

Regarding claims 6, 7, 17, 18, 28 and 29, the combination further taught printing in a 
particular printer using the document-inclusion instruction (Anderson: 0040 ["The reply 
email message is then transmitted to the corresponding automated print agent 166 
designated to receive the emails addressed to the printer alias 186 wherever it resides 
in the local area network 109 to print the document 189 on the printer 136 as was 
described previously"]). 
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2. Claims 37-39 are rejected for similar reasons as stated above. Note that since 
the limitation "indicating that a different version is acceptable" is a conditional limitation 
based on the condition that "the document is not stored at the server" it does not 
necessarily have to occur. Therefore, in the broadest, reasonable interpretation of the 
claim, the claim limitations can be satisfied if, when the document is found at the server, 
inserting the document into the email as specified by the document-inclusion instruction, 
which has been taught by the rejections above. By this rationale, the rejection for 
claims 37-39 is rejected for similar reasons as stated for the claims above. 

3. Claims 8, 9, 10, 19, 20, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Anderson et al. (U.S. 2002/0194307 A1) hereinafter 'Anderson' in view of 
Oppenheimer et al (US 2003/0014477 A1) hereinafter "Oppenheimer" in view of 
Eldridge II and further in view of LaRue et al. (U.S. 6,535,892 B1) hereinafter 'LaRue'. 

Regarding claims 8, 9, 10, 19, 20 the combination taught the invention substantially 
as claimed, however the combination did not expressly teach details regarding a client 
and a server performing a version update process upon identifying that the requested 
version is unavailable. Nevertheless, the combination motivated the exploration of the 
art of using a digest or file identification information to determine if an identical version 
of the file is already stored within server 204 as appropriate (Oppenheimer: 0045). 



LaRue taught a client that determines version conflicts between client and server 
versions of the same document, the client sending version indicator and the changes in 
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comparison with the found version in order to synchronize a dataset (column 12 line 48 
to column 13 line 37). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the teachings of the combination with the teachings of LaRue in 
order to resolve version conflicts (column 12 line 48 to column 13 line 37). Note that 
sending the whole document in a synchronization process is a normal procedure when 
document is not found at all, since there is no document to synchronize with. One of 
ordinary skill in the art working with the combination would be motivated to explore the 
art of electronic messaging and the use of portable devices to access a messaging 
system (Anderson: [0002 and 0008]); which is also part of LaRue disclosure (column 1 
lines 59-64, column 2 lines 32-46 and column 3 lines 1-31). One of ordinary skill in the 
art would also be motivated the exploration of the art of using a digest or file 
identification information to determine if an identical version of the file is already stored 
within server 204 as appropriate (Oppenheimer: 0045). Therefore, combining the 
combination with the teachings of LaRue (column 12 line 48 to column 13 line 37) would 
provide a resolution mechanism to act in response to a negative notification, responsive 
to a document-inclusion instruction (Anderson: 0076-0077). The combination would 
have resulted improved by adding an efficient method to further overcome problems 
entailed by a document not found error or an outdated version. 
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Response to Arguments 

1 . Applicant's arguments dated January 30, 2007 have been fully considered but 
are not persuasive. 

2. In the remarks, Applicant argues, in substance, that (1) the rejection for claim 1 
does not provide for the client determining whether to upload the file. 

3. As to point (1), as outlined above for the rejection to claim 1, it is believed that 
this feature is taught by Oppenheimer flf 46). By this rationale, the rejection is 
maintained. Furthermore, an embodiment of the claim as shown above does not even 
require that this feature be needed to be taught. This feature is only needed if the file" is 
not found on the server. If the file is actually on the server, then no further action is 
needed by the client. This clearly satisfies the requirements of the claim and therefore 
this argument is moot. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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5. The Examiner believes that the recitation of version management as described in 
claims 37 and 39 would overcome the cited prior art of record if the claim requires this 
limitation to be met. As the claim is written, the limitation does not have to be met in 
order to meet the claimed invention. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph E. Avellino whose telephone number is (571) 
272-3905. The examiner can normally be reached on Monday-Friday 7:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Wiley can be reached on (571) 272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-/786-9199 (IN USA OR CANADA) or 571-272-1000. 





foseph E. Avellino, Examiner 
March 23, 2007 



